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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5, 10-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's Submission of Prior Art (ASPA) in view of Friesch 
(5,489,453) and further in view of Takeda et al. (3,963,821). 

ASPA discloses a plurality of tickets comprising a sheet of stock paper having 
perforations defining detachable tickets therebetween (as seen Fig. 1 , Prior Art). 

ASPA discloses the claimed invention except for the substrate having a caliper 
characteristic between 5 and 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by ASPA with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

ASPA, as modified by Friesch, discloses the claimed invention except for the 
claimed opacity characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
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skill in the art at the time of the invention to provide the substrate as disclosed by ASPA 
with an opacity value less than 98%, as taught by Takeda et al., to optimally obscure 
the appearance of the substrate. 

Regarding claims 2 and 16, ASPA, as modified by Friesch and Takeda et al., 
discloses the claimed invention except for the claimed number of tickets on the roll 
being 1000 or 2000. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide any required number of tickets on the roll, 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). Furthermore, applicant has failed to disclose that these values are critical to the 
invention. 

Regarding claims 3, 15 and 17, ASPA, as modified by Friesch and Takeda et al., 
discloses the claimed invention except for the diameter of the roll being less than 4.5 
inches or 6.5 inches. It would have been an obvious matter of design choice to provide 
any required dimension for the diameter of the roll, since such a modification would 
have involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). Furthermore, applicant has failed to disclose that these values are 
critical to the invention. 

Regarding the stock paper being reply card stock paper (claims 4 and 13), a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
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distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). In this case, the stock paper disclosed in Fig. 1, Prior Art is capable 
of performing the intended use of being reply card stock paper. 

Regarding claims 5, 10, 11, 12 and 18, see the above rejections to claim 1. 

3. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over ASPA in 
view of Friesch. 

ASPA discloses a plurality of tickets comprising a sheet of stock paper having 
perforations defining detachable tickets therebetween (as seen Fig. 1 , Prior Art). 

ASPA discloses the claimed invention except for the substrate having a caliper 
characteristic between 5 and 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by ASPA with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 
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4. Claims ,1-5, 10-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Austin, Jr. ('201 ) in view of Friesch and further in view of Takeda et 
al. 

Austin, Jr. discloses a tube (26) and a plurality of tickets wrapped around the 
tube, the plurality of tickets having interconnected ends defining rows of perforations 
therebetween (see col. 1, lines 67-68 through col. 2 lines 1-2). 

Austin, Jr. discloses the claimed invention except for the range of the caliper 
characteristic being between 5 and 8. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by Austin, Jr. with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

Austin, Jr., as modified by Friesch, discloses the claimed invention except for the 
claimed opacity characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide the substrate as disclosed by 
Austin, Jr. with an opacity value less than 98%, as taught by Takeda et al., to optimally 
obscure the appearance of the substrate. 

Regarding claims 2 and 16, Austin, Jr., as modified by Friesch and Takeda et al., 
discloses the claimed invention except for the claimed number of tickets on the roll 
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being 1000 or 2000. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide any required number of tickets on the roll, 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). Furthermore, applicant has failed to disclose that these values are critical to the 
invention. 

Regarding claims 3, 15 and 17, Austin, Jr., as modified by Friesch and Takeda et 
al., discloses the claimed invention except for the diameter of the roll being less than 4.5 
inches or 6.5 inches. It would have been an obvious matter of design choice to provide 
any required dimension for the diameter of the roll, since such a modification would 
have involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). Furthermore, applicant has failed to disclose that these values are 
critical to the invention. 

Regarding the stock paper being reply card stock paper (claims 4 and 1 3), a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 



Application/Control Number: 10/664,518 Page 7 

Art Unit: 3722 

459 (CCPA 1963). In this case, the stock paper disclosed in Fig. 1, Prior Art is capable 
of performing the intended use of being reply card stock paper. 

Regarding claims 5, 10, 11, 12 and 18, see the above rejections to claim 1. 



5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Austin, 
Jr. in view of Friesch. 

Austin, Jr. discloses a tube (26) and a plurality of tickets wrapped around the . 
tube, the plurality of tickets having interconnected ends defining rows of perforations 
therebetween (see col. 1, lines 67-68 through col. 2 lines 1-2). 

Austin, Jr. discloses the claimed invention except for the range of the caliper 
characteristic being between 5 and 8. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by Austin, Jr. with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

6. Claims 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over London in view of Takeda et al. 
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London discloses a plurality of tickets comprising a strip of stock paper having 
perforations defining detachable tickets therebetween, the strip being folded along at 
least some of the perforations to form a deck of tickets (as seen in figure 1 ). 

Regarding the stock paper being reply card stock paper, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). In this case, the stock paper disclosed in London is capable of performing the 
intended use of being reply card stock paper. 

London discloses the claimed invention except for the claimed opacity 
characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide the substrate as disclosed by 
London with an opacity value less than 98%, as taught by Takeda et al., to optimally 
obscure the appearance of the substrate. 

Regarding claim 23, London discloses each ticket being marked with a serial 
number (see col. 1, lines 8-12). 
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7. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over London 
in view of Takeda et al. and further in view of Friesch. 

London, as modified by Takeda et al., discloses the claimed invention except for 
the caliper characteristic being in the range of 5 to 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by London with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

Response to Arguments 

8. Applicant's arguments filed October 4, 2004 have been fully considered but they 
are not persuasive. 

Applicant argues that the cited prior art fail to disclose the claimed caliper 
characteristics and opacity values. The examiner asserts that while the cited prior art fail 
to explicitly disclose the claimed caliper characteristics and opacity values, newly cited 
references Friesch and Landoll disclose the claimed dimensions as set forth in the 
above rejections. 

For the reasons as set forth above, the rejections are maintained. 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica S. Carter whose telephone number is (571) 272- 
4475. The examiner can normally be reached on Monday-Thursday (6:00 AM - 3:30 
PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571 ) 272-441 9. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



January 28, 2005 

MONICA S. CARTER 
PRIMARY EXAMINER 



